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DETAILED ACTION 
Drawings 

1 . The drawings are objected to because (1) the second term "IS" of ST901 of Fig. 
9 should be removed, and (2) the term "FUNCTUION" should be corrected to read 
"FUNCTION" in ST913 of Fig. 10. Corrected drawing sheets are required in reply to the 
Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of 
an amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in 
the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Specification 

2. The disclosure is objected to because of the following informalities: the term 
"sever" should be replaced with the term "server" (p2, line 23). 
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Appropriate correction is required. 

3. The disclosure is objected to because of the following informalities: the term 
"determines" should be replaced with the term "determine" (p14, line 13). 

Appropriate correction is required. 

4. The disclosure is objected to because of the following informalities; the term 
"lAFX" should be replaced with the term "IFAX" (p15, line 26). 

Appropriate correction is required. 



Claim Objections 

5. Claim 2 is objected to because of the following informalities: the phrase "said 
receiver" should be changed to read "said mail receiver" (p34. line 26). Appropriate 
correction is required. 

6. Claim 4 is objected to because of the following informalities: the term "no" should 
be removed from the claim (p35, line 19). Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearty connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his Invention. 

7. Claim 2 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim contains subject matter which was not 



described in the specification in such a way as to enable one skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 2 states "and then said receiver receives an error mail" (p34, lines 26-27), but the 
specification indicates that a mail receiver receives an error mail. A "said receiver" is 
mentioned again within the claim (p3, lines 1-2) and cannot be the same receiver. 

8. Claim 4 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 4 states "and then said receiver receives no a DSN from said receiver" (p35, lines 
19-20), but the specification indicates that a mail receiver receives a DSN from a 
receiver. A "said receiver" should be changed to read "said mail receiver" (p35, line 19). 
"Said receiver" is mentioned again twice within the claim (p35, line 20 and lines 22-23) 
and these references seem to be of a receiver on the destination side of the 
communication. 

9. Claim 1 1 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 11 states "and then said receiver receives an error mail" (p38, lines 9-10), but the 
specification indicates that a mail receiver (on the transmitting side) receives an error 
mail from a receiver. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claims 1 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Otsuka et al (US Patent 6,700,674 B1). With respect to claim 1 , Otsuka et al disclose a 
facsimile system 10 (see Fig. 2), that contains a facsimile apparatus 1 with an internet 
facsimile transmission means that executes a facsimile transmission via the internet 
when an e-mail address is designated (col 2, lines 57-59), which reads on mail 
transmitter transmits image information on a computer network in accordance with an e- 
mail transfer protocol; 

and an automatic re-transmitting means which, when it is determined by the 
automatic confirming means that, even though a specified time has elapsed, a delivery 
notice has not arrived, performs re-transmission of the image information by the 
transmitting means (col 4, lines 16-22), which reads on facsimile transmitter transmits 
said image information in accordance with a facsimile communication protocol, wherein 
when said mail transmitter transmits said image information to a receiver and then said 
receiver normally receives no corresponding image information within a predetermined 
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time period, said facsimile transmitter retransmits said image information to the same 
person as said receiver. 

Claim 10 is a method claim, and is rejected for the same reasoning as that of 
claim 1. 

11. Claims 2 and 1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Otsuka et a! (US Patent 6,700,674 B1). With respect to claim 2, Otsuka et al disclose a 
facsimile system 10 (see Fig. 2), that contains a facsimile apparatus 1 with an internet 
facsimile transmission means that executes a facsimile transmission via the internet 
when an e-mail address is designated (col 2, lines 57-59), which reads on mail 
transmitter transmits image information on a computer network in accordance with an e- 
mail transfer protocol; 

when performing a facsimile transmission via the internet, when facsimile 
information, that has been converted to electronic mail, does not arrive at the receiver 
for some reason, a non-delivery notification is returned as electronic mail (col 1, lines 
62-66), which reads on mail receiver receives an e-mail message on said computer 
network in accordance with the e-mail transfer protocol; and 

an automatic re-transmitting means which, when it is determined by the 
automatic confirming means that a non-delivery notice has arrived at the 
server, performs re-transmission of the image information by the transmitting means 
(col 4, lines 16-22), which reads on a facsimile transmitter transmits said image 
information in accordance with a facsimile communication protocol, wherein when said 
mail transmitter transmits said image information to a receiver and then said receiver 
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receives an error mail, said facsimile transmitter retransmits said image information to 
the same person as said receiver. 

Claim 1 1 is a method claim, and is rejected for the same reasoning as that of 
claim 2. 

12. Claims 4,6,13, and 15 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Otsuka et al (US Patent 6,700,674 B1). With respect to claim 4, Otsuka et al 
disclose a facsimile system 10 (see Fig. 2), that contains a facsimile apparatus 1 with 
an internet facsimile transmission means that executes a facsimile transmission via the 
internet when an e-mail address is designated (col 2, lines 57-59), which reads on mail 
transmitter transmits image information on a computer network in accordance with an e- 
mail transfer protocol; 

when performing a facsimile transmission via the internet, when facsimile 
information, that has been converted to electronic mail, does not arrive at the receiver 
for some reason, a non-delivery notification is returned as electronic mail (col 1, lines 
62-66), which reads on mail receiver receives an e-mail message on said computer 
network in accordance with the e-mail transfer protocol; and 

an automatic re-transmitting means which, when it is determined by the 
automatic confirming means that a non-delivery notice has arrived at the 
server, performs re-transmission of the image information by the transmitting means 
(col 4, lines 16-22), which reads on a facsimile transmitter transmits said image 
information in accordance with a facsimile communication protocol, when said mail 
transmitter transmits said image information to a receiver and then said receiver 
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receives no a DSN from said receiver within a predetermined time period, said facsimile 
transmitter retransmits said image information to the same person as said receiver. 

Claim 13 is a method claim, and is rejected for the same reasoning as that of 
claim 4. 

With respect to claim 6, Otsuka et al disclose an automatic re-transmitting means 
which, when it is determined by the automatic confirming means that a non-delivery 
notice has arrived at the server, performs re-transmission of the image information by 
the transmitting means (col 4, lines 16-22), which reads on a facsimile transmitter 
transmits said image information in accordance with a facsimile communication 
protocol, when said mail transmitter transmits said image information to a receiver and 
then said receiver receives no a DSN from said receiver within a predetermined time 
period, said facsimile transmitter retransmits said image information to the same person 
as said receiver. 

Claim 15 is a method claim, and is rejected for the same reasoning as that of 
claim 6. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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13. Claims 5 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otsuka et al (US Patent 6,700,674 B1) in view of Terao (US Patent 6,389,121 B1). 

With respect to claim 5, Otsuka et al does not disclose that transmission data 
stored in a memory is erased. Terao discloses the NFAX 100 is configured to transfer 
the received facsimile image information to the SV 104 by E-mail when determining that 
the printer 6 is in an inoperative condition, and to erase the received facsimile image 
information from the image memory 9 upon completing the transmission to the SV 104 
(col 12, lines 16-22). Otsuka et al and Terao are analogous art because they are from 
the similar problem solving area of storing data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to add the feature of Terao to 
Otsuka et al in order to obtain a memory saving operation. The motivation for doing so 
would be to optimize the use of a memory space. 

Claim 14 is a method claim, and is rejected for the same reasoning as that of 
claim 5. 

14. Claims 7 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otsuka et al (US Patent 6,700,674 B1) in view of Terao (US Patent 6,389,121 81). 

With respect to claim 7, Otsuka et al does not disclose a memory for storing 
image information transmitted by said mail transmitter, wherein said image information 
is erased from said memory after a lapse of a predetermined time period after said mail 
transmitter transmits said image information to the receiver. Terao discloses the NFAX 
100 is configured to transfer the received facsimile image information to the SV 104 by 
E-mail when determining that the printer 6 is in an inoperative condition, and to erase 
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the received facsimile image information from the image memory 9 upon completing the 
transmission to the SV 104 (col 12, lines 16-22). Otsuka et al and Terao are analogous 
art because they are from the similar problem solving area of storing data. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to add 
the feature of Terao to Otsuka et al in order to obtain a memory saving operation. The 
motivation for doing so would be to optimize the use of a memory space. 

Claim 16 is a method claim, and is rejected for the same reasoning as that of 
claim 7. 

15. Claims 8 and 17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Otsuka et al (US Patent 6,700,674 B1) in view of Terao et al (US Patent 6,389,121 B1). 
With respect to claim 8, Otsuka et al disclose a facsimile system 10 (see Fig. 2), that 
contains a facsimile apparatus 1 with an internet facsimile transmission means that 
executes a facsimile transmission via the internet when an e-mail address is designated 
(col 2, lines 57-59), which reads on mail transmitter transmits image information on a 
computer network in accordance with an e-mail transfer protocol; 

and image data is stored in RAM 13, and the data is converted the data into an 
image file of the tag image file format (TIFF) prior to transmission (col 19, lines 11-13), 
which reads on a memory for storing said image information transmitted by said mail 
transmitter. 

Otsuka et al does not disclose that a facsimile transmitter transmits said image 
information in accordance with a facsimile communication protocol, wherein said image 
information is erased from said memory after a lapse of a predetermined time period 
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after said mail transmitter transmits said image information to the receiver. Terao 
discloses the NFAX 100 is configured to transfer the received facsimile image 
information to the SV 104 by E-mail when determining that the printer 6 is in an 
inoperative condition, and to erase the received facsimile image information from the 
image memory 9 upon completing the transmission to the SV 104 (col 12, lines 16-22). 
Otsuka et al and Terao are analogous art because they are from the similar problem 
solving area of storing data. At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to add the feature of Terao to Otsuka et al in order to 
obtain a memory saving operation. The motivation for doing so would be to optimize 
the use of a memory space. 

Claim 17 is a method claim, and is rejected for the same reasoning as that of 
claim 8. 

16. Claims 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otsuka et al (US Patent 6,700,674 B1) in view of Saito et al (US Patent 6,618,749 B1). 

Otsuka et al does not disclose a memory for storing a receiver information table, 
which holds a mail address of the receiver and identification information, indicative of 
the presence or absence of a delivery confirmation mail transmission function in a 
receiver terminal apparatus, to be associated with each other, wherein when said mail 
receiver receives a delivery confirmation mail from the receiver, said identification 
information corresponding to the corresponding receiver is set to indicate the presence 
of the delivery confirmation mail transmission function. Saito et al discloses that a 
delivery status notification message table 39 stores a message regarding the 
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success/failure of delivery contained in the E-mail notifying the success/failure of 
delivery transmitted by the I FAX on the receiving side. This message is used for 
recognition by delivery status notification mail recognition section 32 (col 4, lines 51-58). 
Otsuka et al and Saito et al are analogous art because they are from the similar 
problem solving area of storing delivery information. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to add the memory 
feature of Saito et al to the transmission apparatus of Otsuka et al in order to obtain a 
memory to save delivery information. The motivation for doing so would be to record 
the status information of messages. 

Claim 18 is a method claim, and is rejected for the same reasoning as that of 
claim 9. 



Allowable Subject Matter 

Claims 3 and 12 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Lett whose telephone number is 703-305- 
8733. The examiner can normally be reached on 7-3:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Kimberly Williams can be reached at 703-305-4863. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
3900. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 

Washington, DC 20231 

or Faxed to: 

(703) 872-9314 (for Technology Center 2600 only) . 

Hand-delivered responses should be brought to: 
Crystal Park II 
2121 Crystal Drive 




